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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )□ Responsive to communication(s) filed on . 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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6) ^ Claim(s) 1^9 is/are rejected. 
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8) D Claim(s) are subject to restriction and/or election requirement. 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Regarding claim 5, the phrase "such as" renders the claim indefinite because it is 
unclear whether the limitations following the phrase are part of the claimed invention. 
See MPEP§ 2173.05(d). 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1, 4, 5 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Eastman (US 3,250,614). 

Regarding claim 1 , Eastman (US 3,250,614) discloses a method of using a 
polymer coated paper with a printing surface is formed of polysiloxane (silicone resin) 
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(col. 2, lines 42-64) where the printing ink is removed and the surface is cleaned with a 
solvent such as acetone (col. 4, lines 22-40) and reprinting of the surface is done 
afterward (col. 1, lines 11-25). 

Regarding claim 4, Eastman (US 3,250,614) discloses the printing performed by 
electrophotographic means by applying toner to the printing surface in an electric field 
(col. 1, lines 11-25; col. 4, lines 22-40). 

Regarding claim 5, Eastman (US 3,250,614) discloses the solvent for removing 
the printing ink being acetone (col. 4, lines 22-40). 

Regarding claim 9, Eastman (US 3,250,614) discloses the use of a polysiloxane 
coating (silicone resin) formed on a fibrous substrate (paper) as a repeatedly used 
surface of electrographic prints (col. 2, lines 42-64; col. 1, lines 11-25) and the surface 
being cleaned with an organic solvent for removing the printing ink (col. 4, lines 11-20). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



Application/Control Number: 10/552,436 Page 4 

Art Unit: 1794 

7. Claims 2, 3 and 6-8 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Eastman (US 3,250,614) in view of Onuma et al (US 5,605,778). 

Eastman is relied upon as described above. 

Regarding claims 2 and 3, Eastman (US 3,250,614) discloses the fixing of a 
toner to a printing surface by fusion (col. 4, lines 1 1-20) and the invention as claimed in 
claim 1. 

Eastman (US 3,250,614) does not appear to explicitly disclose a polymer-based 
toner comprising a styrene-acrylate copolymer. 

However, Onuma et al (US 5,605,778) discloses a polymer-based toner 
comprising a styrene-acrylate copolymer (col. 1 1 , lines 49-67; col. 1 2, lines 1 -7). 

Regarding claims, 6 and 7, Eastman (US 3,250,614) discloses a printed product 
of a polysiloxane (silicone resin) coated paper (col. 2, lines 42-64) and removal of a 
printing ink by an organic solvent such as acetone where the surface of the coating is 
undamaged (col. 4, lines 35-37). 

Eastman (US 3,250,614) does not appear to explicitly disclose a polymer-based 
toner comprising a styrene-acrylate copolymer. 



Application/Control Number: 10/552,436 
Art Unit: 1794 



Page 5 



However, Onuma et al (US 5,605,778) discloses a polymer-based toner 
comprising a styrene-acrylate copolymer (col. 11, lines 49-67; col. 12, lines 1-7). 

Regarding claim 8, Eastman (US 3,250,614) discloses the printed product having 
polysiloxane on both sides (col. 2, lines 39-64) and having at least one side comprising 
a print (col. 4, lines 22-40). 

Eastman (US 3,250,614) and Onuma et al (US 5,605,778) are analogous art 
because they are from the same field of electrographic printing. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art, having the teachings of Eastman (US 3,250,614) and Onuma et al (US 
5,605,778) before him or her, to modify the electrographic print of Eastman (US 
3,250,614) to include the styrene-acrylate copolymer toner of Onuma et al (US 
5,605,778) in that having a toner of styrene-acrylate copolymer provides developing 
performance, fixability, durability and cleaning performance. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Ituya et al (US 4,530,595) and Ohno et al (US 6,346,356). These 
references are pertinent in that they refer to electrographic printing, "major industrial 
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polymers." Encyclopedia Britannica. 2009. Encyclopedia Britannica Online. 22 Apr. 
2009 < http://www.britannica.CQm/EBchecked/topic/1426103/industrial-polvmers is 
pertinent> in that it refers to polysiloxane or silicone. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SATHAVARAM I. REDDY whose telephone number is 
(571 ) 270-7061 . The examiner can normally be reached on 7:00 AM-4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Bernatz, acting SPE for Carol Chaney, can be reached on (571) 272- 
1 505. The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

SATHAVARAM I REDDY 
/SIR/ 

Examiner, Art Unit 1794 

/Kevin M Bernatz/ 

Acting SPE of Art Unit 1794 

April 24, 2009 



